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of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is 4 party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citatic ts covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous*years can be fur- 
nished at the following prices: 

Brown Cloth 
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Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 
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Pinaup, Inc. v. HuesscHMAN 
(27 F. [2d] 531) 


United States District Court, Eastern District of New York 


January 30, 1928 


Unram Competirion—J URISDICTION. 

A federal court has no jurisdiction of a suit as such between 
citizens of the same state, but where there is a cause of action for 
infringement of a trade-mark registered under the United States 
statute, the jurisdiction so conferred extends to the granting of any 
relief necessary between the parties; and the cause of action for unfair 
competition arising out of or connected with the infringement of the 
registered trade-mark may be considered and adjudicated by the 
court. 

Trape-Mark Act—Ten Year Ciause—Errect or REGISTRATION. 

A descriptive term, “Lilas de France,” validly registered under 
the ten year clause of the Trade-Mark Act, becomes thereby entitled 
to protection as a trade-mark, to the use of which the registrant has 
an exclusive right. 

Trape-Mark—DIstincrTivENEss. 

A trade-mark consisting of a basket of flowers used upon per- 
fume is not descriptive. It is merely an association of ideas helpful 
in the sale of the product. 

Trape-Mark—InFrrinceMeNtT—ReEMEDY. 

The defendant having ceased since the commencement of the suit 
to use the infringement of which complaint is made, plaintiff is not 
obliged to rely upon defendant’s promise for the future, but is entitled 
to an injunction with, however, an accounting for past use. 

Trape-Mark—INFrriInceMENT—Deoree or SIMILARITY. 

Where plaintiff used upon its labels a spray of lilacs in a vase, the 
use by defendant of a similar spray with minor differences and with- 
out the vase, is infringement, since it is likely to cause confusion or 
mistake in the minds of the public. 

Trape-Mark—RecistratioNn—Norice on LABEL. 

The omission from plaintiff's label of the notice of registration 
required by Section 28 of the Trade-Mark Act is important and is 
not to be overlooked on the settlement of the decree. 


In equity. Suit for trade-mark infringement and unfair com- 


petition. Decree for plaintiff on trade-mark infringement. Suit 
for unfair competition dismissed. 


Hoguet & Neary, of New York City (Daniel L. Morris, of 
New York City, of counsel), for plaintiff. 

Davies, Auerbach § Cornell, of New York City (Marion But- 
ler and Alexander J. Field, both of New York City, of 

counsel), for defendant. 
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Incu, D. J.: Plaintiff complains that defendant has unlaw- 
fully appropriated and infringed certain trade-marks of plain- 
tiff’s, and also alleges that an unfair competition is being carried 
on by defendant, to plaintiff's injury. 

Both the plaintiff and the defendant are residents of the same 
state, to wit, state of New York. This being undisputed, the de- 
fendant at the outset, and also at the end, of plaintiff's case, moved 
to dismiss the cause of action for unfair competition. 

While it has been stated that the “common law of trade-marks 
is but * * * the broader law of unfair competition” (see Hanover 
Milling Co. v. Metcalf, 240 U. S. 413, 36 S. Ct. 360, 60 L. Ed. 713) 
[6 T. M. Rep. 149], yet the distinction between the statutory law 
of trade-marks, so far as what may be termed a trade-mark suit 
and one for unfair competition is concerned, in regard to juris- 
diction, is very important. A few of the many cases as to this 
distinction may be briefly considered. 

Luyties v. Hollendeer (C. C.) 30 F. 632. The word “Kaiser” 
applied to mineral water. Wallace, J. (1878): “Both parties are 
citizens of this state, and for that reason this court can entertain 
jurisdiction only upon the theory that the complainants have a valid 
trade-mark in the word registered, pursuant to the Act of Congress 
of March 3, 1881, and no relief can be granted because of any un- 
lawful competition in trade by the defendants with the complain- 
ants. The question, therefore, is whether the complainants have 
the exclusive right to appropriate the word ‘Kaiser’ as a trade- 
mark for natural mineral water.” The bill was dismissed. 

“It is probably true that, where a federal question is involved, 
the court is justified in adjudicating upon all questions growing 
out of the transaction involved.” Coxe, J., Goldstein v. Whelan 
(C. C.) 62 F. 124. This was a case showing an invalid trade-mark, 
but a clear case of unfair competition. Jurisdiction was denied. 

“Complainant seeks to rely upon other facts than the mere use 
by defendants of their own firm initials, ‘B. & S.’ He points out 
similarities in the form, size, and color of the drops, in the ar- 
rangement of the package, in the text and style of the directions 
for use, and other details tending, as he claims, to show an intent 
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to deceive the purchasing public. It is apparent from the opinion 
of the judge who heard the case in the Circuit Court that it was 
these similarities which induced him to grant the motion for pre- 
liminary injunction. But these matters are immaterial to the ques- 
tion presented in this suit for the determination of a federal court. 
The complainant and defendants are all citizens of the same state. 
The federal court can take jurisdiction, therefore, only of the 
question whether the registered trade-mark declared upon has been 
infringed, and that trade-mark solely for the two letters ‘S. B..,’ 
without any designation of style or type, position on the cover or 
association with other elements of dress or decoration.” Burt v. 
Smith, 71 F. 161, page 163 (C. C. A. 2). (Italics mine.) 

“Unfair competition is distinguishable from the infringement 
of a trade-mark in this: That it does not involve necessarily the 
question of the exclusive right of another of the use of the name, 
symbol, or device. A word may be purely generic or descriptive 
and so not capable of becoming an arbitrary trade-mark, and yet 
there may be an unfair use of such word or symbol which will con- 
stitute unfair competition.” Cole Co. v. American Co., 180 F. 7038, 
page 705 (C. C. A. 7th). 

“Unfair trade, we have seen, was referred to, and it was dis- 
cussed also by the Circuit Court of Appeals, but it put it aside as 
an element of decision, because the court was, as it said, ‘without 
jurisdiction to grant relief,’ as the right of the Elgin Watch Com- 
pany arose under the act of Congress, and was limited by the act 
to recovery of damages for the wrongful use of a trade-mark, or to 
a remedy according to the course of equity, ‘to enjoin the wrongful 
use of said trade-mark used in foreign commerce or commerce with 
the Indian tribes.’ The remedy in equity for fraud, it was said, 
existed before the statute and was not given by it, and that the 
federal court would have no jurisdiction of it except between citizens 
of different states. [Jllinois Watch Case Co. v. Elgin Nat. Bank] 
94 F. [667], 671.” Standard Paint Co. v. Trinidad Asph. Co., 


220 U. S. 446, page 458, 31 S. Ct. 456, 459 (55 L. Ed. 586) [1 
T. M. Rep. 10]. 
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“The question presented by this litigation is therefore this: 
To what measure of relief is one entitled who owns as a valid trade- 
mark a word which before registration under the statute he could 
not protect at law, without invoking the doctrine of unfair competi- 
tion? It is to be regretted that sharp distinction was ever drawn 
between that trespass on property rights called trade-mark in- 
fringement, and the exactly similar trespass commonly spoken of 
as unfair competition, but, since the distinction has not only be- 
come well known, but been made a basis for limiting jurisdiction, 
it is necessary here to find infringement of trade-mark according to 
strict rules, if complainant is to be entitled to any relief. 

“Trade-mark infringement is the use by defendant for trad- 
ing purposes, and in connection with goods of the kind as to which 
complainant’s exclusive right exists, of a mark identical with com- 
plainant’s, or colorably resembling it. The wrongful imitation need 
not be exact or perfect, but may be limited or partial. McLean v. 
Fleming, 96 U. S. 245, 24 L. Ed. 828; Saalehner v. Eisner, etc., 
Co., 179 U. S. 19, 21 Sup. Ct. 7, 45 L. Ed. 60.” Thaddeus Davids 
Co. v. Davids, (C. C.) 190 F. 285, pages 286, 287 [2 T. M. Rep. 
45]. (Italics mine.) 

“Plaintiff argues, however, that there is another reason for 
retaining the bill. He has in good faith charged infringement. 
Over that charge this court has jurisdiction, and it should proceed 
to pass on all the questions involved. If, after hearing all the 
evidence, it is satisfied that, while the defendant has not infringed 
the trade-mark, he has unfairly competed, it should give complete 
relief by enjoining the further prosecution of such unfair competi- 
tion. This contention rests upon a confusion between the conse- 
quences of limitations upon the powers of courts of equity as such, 
and the restrictions imposed upon the jurisdiction of the federal 
courts, whether of law or of equity, by the Constitution and Statutes 
of the United States. 

“A court of equity, whose jurisdiction has been invoked to 
give relief which only such court is competent to furnish, may 
sometimes, after it has heard the whole case, be of opinion that 
justice and right can be best done by confining the relief given 
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to something which might have been obtained from a court of law. 
Such relief the chancellor may award, although if the bill originally 
had sought that, and nothing more, he must have declined juris- 
diction. But a federal court cannot decide a controversy to which 
the judicial power of the United States does not extend merely 
because plaintiff has mistakenly assumed that some federal right 
of his has been infringed. A plaintiff cannot in the federal courts 
secure redress for unfair competition by a citizen of the same state 
merely by alleging that such defendant has infringed a registered 
trade-mark, when in point of fact no such infringement has taken 
place, and in that respect it is immaterial whether the allegation 
was made in good or bad faith.” Sprigg v. Fisher, (D. C.) 222 
F. 964, pages 966, 967 [5 T. M. Rep. 308]. (Italics mine.) 

“The complainant includes a charge of unfair trading. Since 
the parties are not citizens of different states, that part of the bill 
was correctly dismissed without prejudice.” 

“The trade-marks thus registered are valid, they have been in- 
fringed, and complainant is entitled to the relief accorded to him 
by section 16 of the act of 1905 [15 U. S. C. A. § 96].” Planten 
v. Gedney, 224 F. 382, page 886 (C. C. A. 2d) [15 T. M. Rep. 
382]. (Italics mine.) 

“In an infringement suit where a defendant is a citizen of the 
same state as complainant and the court has jurisdiction only be- 
cause of the nature of the suit, it is without jurisdiction to adjudi- 
cate a counterclaim for unfair competition, set up by such defend- 
ant in his answer.” U. S. Bolt Co. v. Kroncke Co., 2384 F. 868 
(C. C. A. 7th) [7 T. M. Rep. 221]. 

“Where a patent was found infringed and there was also a 
cause of action for unfair competition, although the parties were 
both residents of another state, the court did entertain charges of 
unfair competition on the ground that such facts were simply aggra- 
vations of the infringement. Ludwigs v. Payson Mfg. Co. (C. 
C. A.) 206 F. €4 [7 T. M. Rep. 47]. 

“While the authorities are not uniform, we have held that, 
where a patent has been held valid and infringed, the unfair com- 
petition feature arising out of that infringement may be included in 
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an accounting for profits and damages, although the parties are 
citizens of the same district. K-W Ignition Co. v. Temco Co., 156 
C. C. A. 286, 248 F. 588, 591. The court below, having found 
both patents valid and infringed, had jurisdiction to consider the 
question of unfair competition as directly incident thereto; we think 
jurisdiction still exists with respect to the sash rail patent which 
we have held valid and infringed. But as to defendant’s sash rail 
construction, considering it now independently and not as a part 
of a complete window front structure, we think it not the subject 
of damages for unfair competition; that is, of damages beyond those 
resulting from the mere fact of infringement, and because of the 
apparent lack of unnecessary and intentional imitation of plaintiff's 
design.” 250 F. 289. “For we think the logical theory on which 
(in case a patent has been sustained) damages for unfair com- 
petition may be considered is that such damages are to be treated 
merely as ‘aggravation of the infringement.’” 250 F. 240. 

“The decree of the court below as * * * to unfair competition 
was “reversed, * * * without prejudice.” Detroit Showcase Co. v. 
Kawneer Co., 250 F. 284 (C. C. A. 6th) [8 T. M. Rep., 827]. 
(Italics mine.) 

“Nor can we assume jurisdiction of this case as one wherein 
the defendant had made use of plaintiff’s device for the purpose 
of defrauding the plaintiff and palming off its goods upon the pub- 
lic as of the plaintiff’s manufacture. Our jurisdiction depends 
solely upon the question whether plaintiff has a registered trade- 
mark valid under the Act of Congress, and, for the reasons above 
given, we think it has not.” Leschen Rope Co. v. Broderick, 201 
U. S. 166, page 172, 26 S. Ct. 425, 427 (50 L. Ed. 710). 

“If the trade-mark were valid, the issue of unfair trade would 
be unnecessary to decide.” Standard Paint Co. v. Trinidad Asph. 
Co., 220 U. S. 446, page 457, 81 S. Ct. 456, 458 (55 L. Ed. 586) 
[1 T. M. Rep. 10]. (Italics mine.) 

“This is not to say that, in this view, the case becomes one 
simply of unfair competition, as that category has been defined 
in the law; for, whatever analogy may exist with respect to the 
scope of protection in this class of cases, still the right to be pro- 
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tected against an unwarranted use of the registered mark has been 
made a statutory right and the courts of the United States have 
been vested with jurisdiction of suits for infringement, regardless 
of diversity of citizenship. Moreover, in view of this statutory 
right, it could not be considered necessary that the complainant 
in order to establish infringement should show wrongful intent in 
fact on the part of the defendant, or facts justifying the inference 
of such an intent. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 
138 U. S. 537, 549 [11 S. Ct. 396, 34 L. Ed. 997]; Singer Mfg. 
Co. v. June Mfg. Co., 163 U. S. 169 [16 S. Ct. 1002, 41 L. Ed. 
118]; Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U. S. 665, 
674 [21 S. Ct. 270, 45 L. Ed. 365]. Having duly registered under 
the act, the complainant would be entitled to protection against 
any infringing use; but, in determining the extent of the right 
which the statute secures and what may be said to constitute an 
infringing use, regard must be had, as has been said, to the nature 
of the mark and its secondary, as distinguished from its primary, 
significance.” Thaddeus Davids Co. v. Davids, 233 U. S. 461, 
471, 34 S. Ct. 648, 652 (58 L. Ed. 1046, Ann. Cas. 1915B, 322) 
[4 T. M. Rep. 175}. 

“It seems very plain that the plaintiff had a cause of action 
outside the statute, but that would have to be asserted elsewhere, 
as the suit was between citizens of the same state. The statute 
alone gave the right to come into this court of the United States. 
Coming in to assert its statutory rights, we will assume in the 
plaintiff's favor that it could recover for unfair competition that 
was inseparable from the statutory wrong, but it could not reach 
back and recover for earlier injuries to rights derived from a dif- 
ferent source.” Stark Bros. v. Stark, 255 U. S. 50, 41 S. Ct. 221, 
65 L. Ed. 496 [11 T. M. Rep. 275]. (Italics mine.) 

Before proceeding further, it may be well to ascertain cases 
as examples ef the present law as to what are valid trade-marks 
in view of the old and present law. 

To entitle the name to equitable protection as a trade-mark, 


the right to its use must be exclusive, and not one which others 
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can employ with as much truth as those who adopted it. Canal 
Co. v. Clark, 13 Wall. 311, 20 L. Ed. 581. 

“The unnecessary adoption of a part of a plaintiff's trade- 
mark—a part so substantial as to have become a trade-name or 
nickname for the goods—is generally regarded as an infringement. 
The use by a defendant of a trade-mark identical with the name 
which has been derived from a plaintiff's trade-mark proper, and 
has become sufficiently descriptive of plaintiff's goods, is the adop- 
tion of a mark which will cause its goods to bear the same name 
in the market. 

“Neither subtractions from nor additions to a trade-mark 
proper will avoid infringement, when such imitation as is likely to 
lead to confusion still remains despite the changes.” Cases cited; 
Ammon v. Narragansett Co. (D. C.) 252 F. 276 [8 T. M. Rep. 
395]. 

The definition of a trade-mark has been given by this court 
and the extent of its use described. It was said by the Chief 
Justice, speaking for the court, that “the term has been in use 
from a very early date, and, generally speaking, means a distinc- 
tive mark of authenticity, through which the products of particular 
manufacturers or the vendable commodities of particular merchants 
may be distinguished from those of others. It may consist in any 
symbol or in any form of words, but as its office is to point out 
distinctively the origin or ownership of the articles to which it 
is affixed, it follows that no sign or form of words can be appro- 
priated as a valid trade-mark, which, from the nature of the fact 
conveyed by its primary meaning, others may employ with equal 
truth, and with equal right, for the same purpose.” Elgin Nat. 
Watch Co. v. Illinois Watch Co., 179 U. S. 665, 673, 21 S. Ct. 270, 
273 (45 L. Ed. 365); Standard Paint Co. v. Trinidad Asph. Co., 
220 U. S. 446, 453, 31 S. Ct. 456, 55 L. Ed. 536. 

“The main defense relied on is that the letters ‘C. & C.’ alone 
or in combination with the maker’s name cannot be held to be a 
valid trade-mark, because they are descriptive. * * * The evidence 
indicates that these letters have been so understood in the trade 
and by some, possibly many, users for many years. But, as we 
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understand the decision in the Davids Case, 2383 U. S. 461, 34 
Sup. Ct. 648, 58 L. Ed. 1046 [Ann. Cas. 1915B, 322], that cir- 
cumstance does not prevent their being registered as a valid trade- 
mark under this act, if they have been exclusively used as such 
by complainant for 10 years prior to 1905. It was one purpose of 
the act to protect just such a situation. If the applicant satisfied 
the Patent Office that the conditions required in Section 5 [15 
USCA § 85] existed—10 years’ exclusive use—he should get his 
registration, even though the mark were descriptive; and registra- 
tion made his trade-mark a valid one, although at commen law its 
descriptiveness might make it invalid.” Planten v. Gedney, 224 
F. 882, 385 (C. C. A. 2d). 

The controlling case for this court would seem to be that of 
Planten v. Gedney, supra. 

The cases where additional damages to those allowed by the 
statute have been allowed as a result of “aggravation,” pursuant 
to the theory of unfair competition, are exceptionally few. Such 
damages have not been allowed except where they are inseparable 
from the actual violations of the trade-mark. In most cases dam- 
ages not so clearly inseparable and depending on proof of other 
facts than mere use of another’s trade-mark have been left to a 
suit in equity. The cases therefore seem to hold simply that under 
certain conditions and because of unusual facts a court having 
jurisdiction because of a valid trade-mark violation may receive and 
consider testimony as to an intentional unfair use in trade of such 
trade-mark constituting an unfair competition by defendant, but, 
even where a valid trade-mark has been infringed, the court, if it 
is of the opinion, from the record or otherwise, that justice requires 
a separate suit of such allegations and proof to support charges 
of unfair competition, should dismiss such cause of action where 
jurisdiction depends solely because of the trade-mark violation, 
and in any case may properly do so without prejudice, even if 
such course may result in recovery of further damages than those 
allowed by the trade-mark statute. Such other damages result 
from a violation of an entirely different form of right of plaintiff. 
It becomes necessary, therefore, to carefully consider the real 
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point in this suit, which is whether or not plaintiff has shown valid 
trade-marks belonging to it, and, if so, whether the same have 
been appropriated by defendant. 

Plaintiff relies on three trade-marks. First, the words “Lilas 
de France.” This mark, and the other two marks as well, were 
used to identify toilet water sold by one Victor Klotz and his suc- 
cessor since 1890. 

In 1925 a corporation was formed, Pinaud, Inc. (plaintiff), 
and this corporation succeeded to all the above rights, trade- 
marks, etc. 


There were two registrations of this trade-mark, one under 
the old law of 1883 (22 Stat. 490), and the other under the new 
law of 1905. The defendant admitted, and the label introduced 
by defendant (Defendant’s Exhibit A) shows, that he uses these 
words “‘Lilas de France.” As to this trade-mark, therefore, the 
question is whether or not these words can be considered merely 
descriptive (Section 5, Trade-Mark Act, February 20, 1905) or 


are susceptible of exclusive appropriation. 

These words mean “Lilacs of France’ or “French Lilacs.” 
This is a name of a flower common to France as well as to the 
United States. 

Assuming that defendant’s perfume is made from this flower, 
can another prevent him from saying that his perfume represents 
an extract from the Lilacs of France or French Lilacs or Lilas 
de France? I do not think that these words in their primary 
meaning are anything but a description of the extract or perfume. 
See Wrigley v. Grove Co. (C. C. A.) 183 F. 99; Larson v. Wrigley 
(C. C. A.) 253 F. 914 [9 T. M. Rep. 77], certiorari denied 248 
U. S. 580, 39 S. Ct. 22, 63 L. Ed. 430; Kellogg Toasted Co. v. 
Quaker Co. (C. C. A. 235 F. 657 [6 T. M. Rep. 567]; and many 
other cases that could be cited. This brings us to the question 
whether or not they may have become a trade-mark by virtue of 
long association with the product of plaintiff. 

It may very well be that the case relied on by plaintiff, 
Le Blume Import Co. v. Coty (C. C. A.) 298 F. 344 [13 T. M. 
Rep. 233] (trade-mark “L’Origan), is very persuasive on the 
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question of whether or not the trade-mark “Lilas de France” is 
descriptive, but there are differences which may be pointed out, 
and I prefer to place my decision on the ground here stated, to wit, 
the secondary meaning of this trade-mark of plaintiff and its subse- 
quent registration. 

The evidence shows that all three of these trade-marks of 
plaintiff have been widely used by plaintiff or plaintiff's prede- 
cessors in business since 1890 in the United States, in commerce 
among the several states, as trade-marks for toilet water and other 
preparations of the same classifications. During this quarter of 
a century the trade-mark “Lilas de France’ has been used in 
connection with this toilet water. Large sums in advertising have 
been spent, and extensive campaigns have been conducted in the 
commercial line. Its use, regardless of its primary meaning, has 
plainly become so well known to consumers and the general public 
as to have a secondary meaning, with all the rights which now flow 
from such a meaning. This is even manifest if one but considers 
the argument of the defendant in this regard. 

Here is a trade-mark extensively well known. It taxes credul- 
ity to understand, if these simple words are merely descriptive 
and in the French language, why so many vendors in America 
should profess such fondness for these very words in a foreign 
language. Defendant offered in evidence (Defendant’s Exhibit 
E) a long list of alleged users of this type, and yet but two out 
of this list seem to have deemed it necessary to appropriate the 
exact words. The rest apparently use the words “French Lilac” 
or similar names, as to which no question can be raised. 

There is also evidence that quite a number of manufacturers 
have conceded the exclusive right of plaintiff in this regard. I 
can see no reason for any harm coming to an honest merchant in 
his inability to use these exact French words, just as they stand, 
on his American article, where such use by plaintiff and his prede- 
cessors has been open and widespread for very many years. The 
mere fact that some have not so conceded or been sued is beside 
the point. 
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This registration was registered under the old law of 1883. 
It expired on September 12, 1923. On November 5, 1923, plaintiff 
applied for a new registration under the law of 1905. This was 
granted May 19, 1925. In the meantime, on July 14, 1924, the 
defendant under the label law had registered his label with “Lilas 
de France.”” This would indicate that even defendant believed that 
there was something susceptible of exclusive appropriation in this 
mark. 

It seems to me, therefore, that the trade-mark “Lilas de 
France” has acquired a “secondary” meaning, and, being registered 
under the ten-year proviso of the Trade-Mark Act of February 
20, 1905, is valid as a trade-mark, irrespective of whether or not 
it was descriptive. Holeproof Co. v. Wallach, 172 F. 859 (C. C. A. 
2d) [2 T. M. Rep. 153]; also Ludington Co. v. Leonard, 127 F. 
150 (C. C. A. 2d). 

The fourth proviso of Section 5 of the Trade-Mark Act of 
February 20, 1905, provides “that nothing herein shall prevent 
the registration of any mark * * * which was in actual and exclu- 
sive use as a trade-mark of the applicant, or his predecessors from 
whom he derived title for ten years next preceding February 20, 
1905.” 15 USCA § 85, being the law of February 20, 1905, Chap- 
ter 592, § 5, 33 Stat. 725, as amended. 

This section has been fully construed by the Supreme Court. 
Thaddeus Davids Co. v. Davids Mfg. Co., 233 U. S. 461, 34 S. Ct. 
648, 58 L. Ed. 1046, Ann. Cas. 1915B, 322 [4 T. M. Rep. 175]. 

This trade-mark has been admittedly infringed by defendant. 

The second trade-mark is the representation of a basket of 
flowers. In French, “A La Corbeille Fleurie.”” This was registered 
in the United States Patent Office May 19, 1925, No. 198,637, and 
has also been in long prior use, etc., by the plaintiff and its prede- 
cessors. 

I am unable to find the use of this trade-mark on the labels 
used by defendant since the commencement of this suit (Defend- 
ant’s Exhibit A). This trade-mark seems to me to be a valid 
trade-mark. It is not descriptive of the article. It is a distinctive 
mark. Le Blume Import Co. v. Coty, supra; Orange Crush Co. v. 
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California Co., 54 App. D. C. 313, 297 F. 892 [14 T. M. Rep. 228]. 
It gives character and identity to the product for the purpose of 
indicating the source, maker, or vendor, upon which the consumer 
has learned to reply. Whether in French or in English, this 
would be so. No one would imagine from it more than the pleasant 
association of the fragrance of the perfume with that of a flower 
garden or a basket of flowers from that garden. It is an associa- 
tion of ideas helpful in the sale, rather than descriptive of the 
article. 

This trade-mark is valid. While, as I have said, the proof 
shows that defendant has not used this trade-mark since the com- 
mencement of the suit, it likewise shows that prior to the suit de- 
fendant did use as a part of its label, not this exact trade-mark of 
plaintiff, but nevertheless a basket of flowers. Plaintiff's Exhibits 
28, 31, 32; Defendant’s Exhibit B. This all indicates to me that 
defendant had in mind the well-known label of plaintiff and the 
excellent reputation attached to it, and the explanation of defend- 
ant as to the getting up of his labels is not persuasive to the con- 
trary. 

His subsequent labels, however, and his testimony that he 
thus abandoned his basket of flowers, might present a question in 
some other suit. Where infringement has been discontinued before 
the bringing of a suit, the plaintiff is not obliged to rely upon 
mere promises of the defendant to avoid infringement in the future, 
as long as it appears that the time of the suit the defendant still 
claims the right to do that of which the plaintiff complains. Saz- 
lehner v. Eisner (C. C. A.) 147 F. 189, affirming (C. C.) 140 F. 
983. There are other cases along this line, many of them in unfair 
competition suits, but it seems to me that, dealing as I am strictly 
with a trade-mark suit, where the proof shows that the defendant 
did not use the trade-mark at the time of the commencement of 
the suit or subsequent thereto, and had voluntarily abandoned, 
prior to the commencement of the suit, the use of a mark the same, 
or similar to the trade-mark of plaintiff, all that would be neces- 
sary, in this suit, to protect the plaintiff, would be to enjoin its 
use in the future without an accounting for past use. 
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This brings us to the third and last trade-mark of plaintiff. 
This is the representation of a spray of lilacs. This trade-mark 
was registered October 27, 1925, No. 204,999. The application 
was filed June 18, 1925, under the Act of February 20, 1905. 

This trade-mark seems to me valid for the same reason that 
I have given as to the trade-mark “A La Corbeille Fleurie.” It 
represents a “bunch’’ of lilacs, or, in more elegant terms, a “spray,” 
as it appears on the label of plaintiff's. Plaintiff's Exhibit 6. 

In my opinion the defendant’s mark is but a “colorable imita- 
tion.” To be sure a careful examination of the two will show 
minor differences. It takes such a kind of an examination. This 
difference is also due to some extent to the quality of the workman- 
ship on the label. To say that this spray of flowers or lilacs differs 
from a similar spray in a small vase seems to me to be ignoring 
not only the statute, but the protection which should be accorded 
a valid trade-mark. All through the Trade-Mark Act runs the 
idea of avoidance of an ordinary resemblance. In Section 2 we 
have the words, “either in the identical form or in such near resem- 
blance thereto as might be calculated to deceive” (Act of February 
20, 1905, Chapter 592, as amended, 15 USCA § 82), and in Sec- 
tion 16, the words, “‘colorably imitate” (Act of February 20, 1905, 
Chapter 592, as amended, 15 USCA § 96). In Section 5 we have 
a proviso against the registration of a mark “as to be likely to 
cause confusion or mistake in the mind of the public, or to deceive 
purchasers.” Act of February 20, 1905, Chapter 592, as amended, 
15 USCA § 85. 

These few quotations seem to me to point out the necessity 
for a vendor to avoid just such a similarity as exists between the 
bouquet or a spray of flowers in a very small vase by defendant 
and the spray or bouquet of flowers without the vase belonging to 
plaintiff. Plaintiff has duly registered this trade-mark. It is in 
my opinion valid. The defendant has no right to use it or the 
imitation thereof. 

Whether a case of unfair competition could be made out by 
plaintiff in a proper suit therefor would depend upon many things 
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not necessary to find out or inseparably involved in deciding this 
question whether or not plaintiff has valid trade-marks and whether 
or not they have been infringed by defendant. The remedy given 
by the Trade-Mark Act seems to me to provide adequate redress 
to plaintiff for any violation of its trade-mark as such. There is 
no necessity at this time and on this record to reach out beyond 
the statute to redress other wrongs, if any, not strictly within the 
violation of the Trade-Mark Act upon which the jurisdiction of 
this court solely depends. 

I believe, therefore, that plaintiff is entitled to an injunction 
restraining defendant from using the trade-mark “Lilas de France,” 
the trade-mark spray or bouquet of flowers, with such redress for 
such violations as is given by Section 19 of said act (15 USCA § 
99, February 20, 1905, Chapter 592, § 19, 33 Stat. 729). 

I also think that, although defendant has apparently aban- 
doned the use of his colorable imitation of plaintiff's trade- 
mark, a basket of flowers, the plaintiff still should have an injunc- 
tion restraining defendant from using such trade-mark or any 
colorable imitation thereof, though without an accounting or dam- 
ages in this regard. 

The suit for unfair competition is dismissed without prejudice. 
Planten v. Gedney, supra. 

There is one thing more, and this should be taken up by counsel 
at the time of settlement of the decree to be entered hereon. 

I am unable to find on any of the trade-marks in evidence, 
belonging to plaintiff, the statement required by Section 28 of the 
Trade-Mark Act (15 USCA § 107). The infringement complained 
of is an infringement of registered trade-marks. The mere fact 
that in the case of one of them it may not have originally been 
a valid trade-mark is of no importance, provided I am correct in 
finding that it has now become, by law, a valid trade-mark, duly 
registered. This failure to so mark a trade-mark is not to be over- 
looked. See Stark Bros. v. Stark, supra; Leschen Co. v. Broderick, 
supra. In the Stark Case, supra, there was a notice given to dis- 
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continue infringement and also proof of the willful character of 
defendant’s conduct. 


Settle decree on notice. 


Unirep States Printing & LitHoGrarH Company v. Griaas, 


Cooper CoMPANY 
(162 N. E. 425) 


Supreme Court of Ohio 
June 20, 1928 


Trape-Marxks—REGIsTrRaATION—EFFECT. 


Registration under the Act of 1905 protects the rights of the 
registrant throughout the United States even in advance of the exten- 
sion of his trade and affords protection in interstate commerce against 
the later user in any territory. 


Trape-Marx Act 1905—ConsriTuTIONALITY. 


The Trade-Mark Act as above interpreted is a legitimate exercise 
of power of Congress to regulate commerce among the several states. 


Trave-Marks—ContTrisutory INFRINGEMENT. 






A manufacturer of labels who makes and sells to manufacturers 
or dealers of commodities labels which infringe upon the trade-mark 
of another is a contributory infringer, and as such is liable to restraint 
by injunction. 


Writ of error to the Court of Appeals of Hamilton County, 


which affirmed a judgment in favor of plaintiff. Affirmed. For 
decision of the court below, see 161 N. E. Rep. 789. 






This action was instituted in the court of common pleas of 


Hamilton County by the Griggs, Cooper Company against the 
United States Printing & Lithograph Company. The parties will 
be referred to as they there appeared. 







The plaintiff is a corporation, with its principal place of busi- 


ness in St. Paul, Minn., its business being that of manufacturing 





groceries wholesale, and selling groceries and other like goods, 





wares, and merchandise wholesale in Minnesota, Wisconsin, Iowa, 







Circuit Court of Appeals, Second Circuit, June 25, 1928 (27 Fed. [2d] 538). 


North Dakota, South Dakota, Montana, and Washington. In the | 


*This decision was affirmed, without opinion, by the United States 


rn & 


tes 
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transaction of its business prior to 1901 as a partnership, and 
since that date as a corporation, plaintiff adopted and used the 
trade-mark “Home Brand” for various and sundry descriptions 
of goods, wares, and merchandise sold by it, and caused said trade- 
mark from time to time to be fixed and applied to various kinds 
of goods, wares, and merchandise, and to be duly registered in the 
United States Patent Office. The plaintiff has sold in the market 
in the various states named said goods, wares, and merchandise 
under the designated name and trade-mark; the dates of the several 
registrations for the various and divers articles of goods, wares, 
and merchandise beginning with 1905 and ending with 1920. The 
essential feature of said trade-mark at all times was the word 
“Home,” and said goods, wares, and merchandise were extensively 
advertised. 

For many years the defendant, the United States Printing & 
Lithograph Company, had printed, published, and sold to its cus- 
tomers in the states of Kansas, Illinois, Indiana, Pennsylvania, 
Missouri, Ohio, Michigan, Virginia, Maryland, and Louisiana cer- 
tain labels upon which the word “Home” appeared in combination 
with some other word, such as “Harvest Home,” “Homestead,” 
“Home Wood,” “Home Comfort,” “Home Town,’ “Home Club,” 
“Home Run,” and others, for all kinds of commodities usually sold 
by manufacturing grocers and wholesale grocers, including such 
goods, wares, and merchandise as sold by the plaintiff under its 
registered trade-mark “Home Brand,” and the labels used in rela- 
tion thereto; and said labels so printed, published, and sold by the 
defendant are used by those who purchase the same from the 
defendant as a trade-mark or mark in the sale of such similar 
articles of merchandise. 

After demanding that defendant cease to print, publish, and 
sell labels which were the same or similar to the plaintiff’s said 
labels, or containing the said trade-mark, “Home Brand,” or the 
distinguishing feature “Home,’ or any imitation or simulation 
thereof, and for use in the sale of similar products, with which 
demand defendant refused to comply, plaintiff brought this suit 
seeking to enjoin the defendant from printing, publishing, or selling 
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labels for any kind of grocery commodities such as are being sold 
by the plaintiff in the label of which the word “Home” appears. 
An injunction was granted by the court of common pleas as prayed, 
and, upon hearing on appeal, the Court of Appeals entered a similar 
order. The latter court, in addition to the facts previously stated, 
found that plaintiff and its customers advertised extensively said 
groceries, goods, wares, and merchandise under and by means of 
its said trade-mark in the states to which its trade had been ex- 
tended as above set forth, and that plaintiff was the owner of said 
trade-mark ‘“‘Home Brand,’ and each of said registrations thereof; 
that the essential feature of said trade-mark is and was at all times 
the word “Home,” that the plaintiff was, at the time of its petition, 
entitled to the exclusive use of said trade-marks and each of them 
on the goods of the several descriptions set forth, and that the 
registrations under the Trade-Mark Act of 1905 (15 USCA §§ 
81-109) extended the rights of the plaintiff in the trade-mark to 
cover commerce among the states other than the several states 
where the trade of plaintiff had been established. The court found 
that the labels printed and published and sold by the defendant 
constitute wrongful infringement of plaintiff’s right to said trade- 
marks, and based its order of injunction upon said finding. 

Upon motion, the record was ordered certified to this court. 


Walter F. Murray and Frank L. Zugelter, both of Cincinnati, 
Ohio, for plaintiff in error. 

Cobb, Howard § Bailey, of Cincinnati, Ohio, and Morphy, 
Bradford, Cummins, Cummins & Lipschultz, of St. Paul, 
Minn., for defendant in error. 


Martrtuias, J.: The outstanding question presented by the 
conceded facts is whether, by the Trade-Mark Act of 1905 (15 
USCA §§ 81-109), the plaintiff by the various registrations under 
its trade-mark is protected throughout the United States, or, as 
it has been well stated, whether the effect of that act is to project 
the right of protection in advance of the actual extension and 
establishment of trade in said commodities by the plaintiff. In 
the event the question just stated be answered in the affirmative, 





U. 8. PRTG. & LITHO. CO. V. GRIGGS, COOPER CO. 489 


then we have the further questions whether the act of 1905, par- 
ticularly Section 16 (title 15, Section 96, U. S. Code; Section 
9501, U. S. Comp. St. [15 USCA § 96]), is unconstitutional, and 
whether the printing and furnishing of such labels to be used in 
the manner stated make the defendant an infringer against whom 
a suit in injunction may be maintained. 

Upon the lesser proposition that the labels printed by the 
defendant, although the whole of the trade-mark of plaintiff is not 
used therein, constitute an infringement, many authorities may be 
cited. The general rule is that the use of the key word in the 
trade-mark, being the distinctive word therein, though in company 
with other words, constitutes an infringement if applied to articles 
or commodities of a similar character. We shall cite only a few 
of the cases directly in point. 

In the case of Sazlehner v. Eisner & Mendelson Co., 179 
U. S. 19, 21 S. Ct. 7, 45 L. Ed. 60, the Supreme Court lays down 
the rule upon this subject as follows: 

“It is not necessary to constitute an infringement that every word of 
a trade-mark should be appropriated. It is sufficient that enough be taken 
to deceive the public in the purchase of a protected article.” 

This rule is applied where, as here, the label in question is 
attached to the vendible article of merchandise similar in character 
to that covered by the trade-mark registration. To the same effect 
is the case of President Suspender Co. v. MacWilliam (D. C.) 233 
F. 433 [7 T. M. Rep. 103]. 


In the case of Griggs, Cooper § Co. v. Erie Preserving Co. 
(C. C.) 181 F. 859, the court held: 


“The words ‘Home Comfort’ are an infringement of complainant’s 


trade-mark ‘Home Brand’ used on canned goods, the word ‘Home’ being 
the essential feature of it.” 


In the case of Griggs, Cooper & Co. v. Federal Coffee Mills 
Co., 46 App. D. C. 317 [7 T. M. Rep. 281], the court applied the 
rule above stated, and held that: 


“The words ‘Home Pride,’ as applied to coffee and teas, are so similar 
to ‘Home’ and ‘Home Brand,’ registered as trade-marks and applied to 
the same goods, as to be likely to cause confusion in trade, and are there- 


fore not registrable as a trade-mark over an opposition by the registrant 
of the other marks.” 
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The conclusion of the court was based upon its finding that 
the word “Home” is the distinctive mark of the title lawfully regis- 
tered by Griggs, Cooper & Co. 

In the consideration of the question presented, whether the 
plaintiff's registration of its trade-mark and the rights secured to 
it thereby serve to protect it in territory in advance of the actual 
extension and establishment of its trade there, the construction 
and application of the Trade-Mark Act of 1905, particularly Sec- 
tion 16, is required. No case has been cited construing or applying 
this section, and we have found no precedent to assist in the con- 
sideration and determination thereof. As heretofore stated, it is 
conceded that the plaintiff's business in the commodities bearing 
the trade-mark in question is thus far limited to the states in the 
Northwest which have been enumerated, and that the labels, the 
printing and use of which is here challenged, were for the use of 
business concerns located in other states. However, it is not dis- 
closed whether the commodities of the business concerns to whom 
the defendant furnishes said labels, and the plaintiff's goods, bear- 
ing its label, are sold in the same market. It has been urged by 
counsel for the defendant that, by the decisions of the Supreme 
Court of the United States in Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403, 36 St. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149], 
and United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 
39 S. Ct. 48, 63 L. Ed. 141 [9 T. M. Rep. 1], the principle has 
been established that: 


“The adoption of a trade-mark does not, at least in the absence of 
some valid legislation enacted for the purpose, project the right of pro- 
tection in advance of the extension of the trade, or operate as a claim of 
territorial rights over areas into which it thereafter may be deemed desir- 
able to extend the trade.” 


The above statement is quoted from the opinion in the Rec- 
tanus Case, supra. It is followed by the further statement: 


“And the expression, sometimes met with, that a trade-mark right is 
not limited in its enjoyment by territorial bounds, is true only in the sense 
that wherever the trade goes, attended by the use of the mark, the right of 
the trader to be protected against the sale by others of their wares in the 
place of his wares will be sustained.” 
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It is conceded by counsel for the defendant that the court in 
the case just referred to did not have before it a situation involving 
the registration of a trade-mark under the act of 1905. It is only 
claimed that the court there indicated that, when a case that does 
directly involve the question as to whether the registration of a 
trade-mark under the act of 1905 projects the common-law right 
in the trade-mark beyond the territory in which its trade is actually 
established, the court will decide the question in the negative. 

Although the opinion in the Hanover Case, supra, is informing 
and instructive, it is not at all decisive of our question, for in the 
situation there presented none of the parties had registered a trade- 
mark under any act of Congress or under the law of any state. 
The decision therefore turned upon common-law principles of gen- 
eral application. Two cases were decided together. One involved 
questions growing out of a common-law trade-mark, abandonment, 
non-user, and estoppel, while the other was a case of unfair com- 
petition by reason of imitation or simulation. 

It is quite obvious that the act of 1905 had no application in 
either of these cases, and did not enter into their consideration. 
Our question, therefore, is whether Section 16 of the Trade-Mark 
Act of 1905 (title 15, Section 96, U. S. Code [15 USCA § 96]; 
U. S. Comp. St. 9501) has the effect of projecting the right of 
protection in advance of the establishment of trade, and whether 
it is valid. Is it “the valid legislation enacted for that purpose” 
referred to in the Rectanus Case? This Section 16 provides as 
follows: 


“The registration of a trade-mark under the provisions of this sub- 
division of this chapter shall be prima facie evidence of ownership. Any 
person who shall, without the consent of the owner thereof, reproduce, 
counterfeit, copy, or colorably imitate any such trade-mark and affix the 
same to merchandise of substantially the same descriptive properties as 
those set forth in the registration, or to labels * * * intended to be used 
upon or in connection with the sale of merchandise of substantially the 
same descriptive properties as those set forth in such registration, and 
shall use, or shall have used, such reproduction, counterfeit, copy, or color- 
able imitation in commerce among the several states, or with a foreign 
nation, or with the Indian tribes, shall be liable to an action for damages 
therefor at the suit of the owner thereof.” 


This Section 16 was an amendment of Section 7 of the Act 
of 1881 (21 Stats. at L. 503), the material change therein being 
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the insertion of the words, “commerce among the several states,” 
whereas the act previously provided only protection “in foreign 
commerce or commerce with Indian tribes.” If this change does 
not have the effect of enlarging and extending the rights under a 
trade-mark, and provide greater protection than was theretofore 
afforded under the common law, no purpose would have been served 
by the change. This language surely indicates a clear purpose to 
protect the registrant of a trade-mark further than the state or 
states wherein his business in the commodities covered by the 
trade-mark is actually established. Before the amendment, such 
limited protection was afforded under the uniform decisions of our 
courts, even where there had been no regulation under the act 
of Congress. There was, of course, good reason for not extending 
the right beyond the zone of established business, where there was 
no registration under the act of Congress, and in the absence of 
a statute specifically affording that protection, as suggested in the 
Rectanus Case. But does not this statute provide such additional 
protection as was there suggested might be done? If this statute 
does not afford such additional protection to the registrant of a 
trade-mark, the effect of the statute remains exactly the same as 
before, and the amendment serves no purpose whatever. This was 
quite a material amendment to the statute, and it should not be 
nullified, and the terms of the statute formerly existing restored, 
by judicial construction. The change in the effect and operation 
of a statute to the extent of the change in the language thereof 
must be recognized and applied by the court. County Board of 
Education of Hancock Co. v. Boehm, 102 Ohio St. 292, 131 N. E. 
812. We have no question here of failure to use, or abandonment 
of the use of, the trade-mark privileges or of the rights conferred; 
nor have we a situation where there is any claim of any prior right 
on the part of those to whom labels were being furnished by the 
defendant under the Registration Act. 

It is our opinion that the purpose and effect of this statute 
was to project the trade-mark rights of the registrant and owner 
thereof into all the states even in advance of the establishment of 
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trade therein, and to afford full protection to such registrant and 
owner. 

The provisions of the Act of 1905 so interpreted and applied 
are not violative of the Federal Constitution, but are authorized by 
Section 8 of Article 1 thereof, wherein power is conferred upon 
Congress “to regulate commerce with foreign nations, and among 
the several states, and with the Indian tribes.” There is ample 
ground for the contention that the purpose of the passage of the 
Act of 1905 was to put trade-marks on the same basis as patents, 
and to afford them like protection. In a case involving the con- 
struction of Section 9 of the Act of 1905 (15 USCA § 89) it was 
said by Chief Justice Taft: 


“It is obvious from that section and the whole of the Trade-Mark Act 
that Congress intended to produce a parallelism in the mode of securing 
these two kinds of government monopoly from the Patent Office.” Ameri- 
can Steel Foundries v. Robertson, 262 U. S. 209, 48 S. Ct. 541, 67 L. Ed. 
953 [16 T. M. Rep. 51]. 

Congress has necessarily taken cognizance of the increased 
interstate character of trade and commerce, and trade-marks would 
be of little value if protection could not be afforded the registrant 
thereof by act of Congress, and the method provided falls within 
the power conferred to regulate such commerce. It was said by 
Chief Justice White in United States v. Ferger, 250 U. S. 199, 
39 S. Ct. 445, 63 L. Ed. 936, a case involving the power of Con- 
gress to regulate commerce, that the power to regulate commerce 
“must include the authority to deal with obstructions to interstate 
commerce * * * and with a host of other acts which, because of 
their relation to and influence upon interstate commerce, come 
within the power of Congress to regulate, although they are not 
interstate commerce in and of themselves.” 

For reasons that are obvious, the rule long applied relative to 
infringers of patents is alike applicable here, and that is that all 
who actively and intentionally aid and abet the infringing are 
equally infringers, or, as some of the decisions classify them, 
contributing infringers. Heaton-Peninsular Button-Fastener Co. 
v. Eureka Specialty Co. (C. C. A.) 77 F. 288, 85 L. R. A. 728; 
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Von Mumm v. Wittemann (C. C.) 85 F. 966; Hennessy v. Herr- 
mann (C. C.) 89 F. 669." 
Judgment affirmed. 


Day, Kinxape, and Jones, JJ., concur. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation—Descriptive Term 


Kinnan, F. A. C.: Held that the Chicago Pneumatic Tool 
Company was not entitled to register the notation “Hicycle” as 
a trade-mark for electrical apparatus and that the registration ob- 
tained should be cancelled. 

The ground of the decision is that the mark is merely a mis- 
spelling of a descriptive term and that the Black & Decker Manu- 


* Nore: The question of importance decided in this case is that after 
the registration of a trade-mark under the Act of 1905 the right of the 
registrant is not limited by state lines, as at common law, but is projected 
into all the states even in advance of the establishment of trade there, so 
that the registration affords full protection to the registrant against any 
later user even in a territory which the registrant has not yet invaded. 

While we fully agree with the view of the court in this particular, we 
find nothing in the decision of the United States Supreme Court in the case 
of American Steel Foundries v. Robertson, cited therein, to support the 
conclusion of the court. This case dealt only with the question of statutory 
means for obtaining the registration of a trade-mark after rejection in 
the Patent Office. In dismissing an argument against the procedure adopted 
in the case under review, which argument was ed on the intrinsic differ- 
ences between the nature of a patent right and that of a trade-mark, 
Justice Taft said that the court did not regard such differences as im- 
portant in interpreting the statute referred to. Although he spoke of 
patents and trade-marks as BF agrogersoay monopolies, little weight can be 
given to the use of these words, in view of the earlier language. 

There is, however, precedent for the decision of the court, which was 
not cited therein. The United States Circuit Court of Appeals, Second 
Circuit, on January 11, 1916, speaking through Judge Lacombe in a case 
involving a similar question, said, “The rights which a person obtains by 
registration of a trade-mark under those statutes are co-terminous with 
the territories of the United States.” Standard Brewing Co. v. Inter- 
borough Brewing Co. [6 T. M. Rep. 203]. 

The entire question of territorial rights in trade-marks has been fully 
discussed in earlier issues of the Reporter, in connection with the decisions 
of the United States Supreme Court in the Tea Rose and Rectanus cases 
[6 T. M. Rep. 167; 9 Id. 12.]|—Eb. 
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facturing Company has shown a likelihood of injury by such regis- 
tration. 
In his decision, the First Assistant Commissioner said: 


“The registrant has sought to establish that the word ‘cycle’ is not 
synonymous with the ‘frequency’ and does not describe any quality or 
characteristic of the tools on which it is used. The weight of the evidence 
is, however, clearly to the contrary. 


* . * * * 


“It is a matter of common knowledge to those familiar with the elec- 
tric art, and this is not disputed by the registrant, that the words ‘high 
frequency,’ ‘high resistance,’ ‘high voltage,’ ‘high tension,’ ‘high current’ are 
very commonly used in the art in a comparative way to distinguish from 
recognized standards of these features. While the meaning may be some- 
what vague in a given instance yet, to those skilled in the art, there is a 
sufficiently definite meaning conveyed. Likewise, in connection with the 
use of the term ‘high cycle’ as applied to the goods to which the registrant 
applies them, those ordinarily skilled in the art would understand these 
electrically driven rotating devices to possess the characteristic or quality 
of being especially adaptable for use with a high frequency or high cycle 
current.” * 


Cancellation—Grounds 


Rosertson, C.: Held that the Kimberly-Clark Company had 
not made out any case for the cancellation of the mark “Rotogravur”’ 
for printing presses, which was issued to the American Rotogravure 
Company and now owned by the Miehle Printing Press & Manu- 
facturing Company. 

The ground of the decision is that the mere use in a descrip- 
tive sense of the term “Rotogravure” on paper furnished no ground 
for canceling the registration of the mark “Rotogravur” for print- 
ing presses, since that registration would not injure the petitioner 
for cancellation. 

In his decision the Commissioner said: 


“It is well settled that it is not sufficient for a petitioner for the can- 
cellation of a registration to aver in his petition that he deems himself 
injured by the registration sought to be cancelled, but that he must allege 
facts from which such injury would flow (EZ. MclIlhenny’s Son v. New 
Iberia, 183 O. G. 995; 30 App. D. C. 337). 

“It would seem fundamental that a party cannot be injured by a 
registration unless the registrant is given thereby a prima facie right to 


*The Black & Decker Mfg. Co. v. Chicago Pneumatic Tool Co., 151 
M. D. 750, August 14, 1928, 
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exclude such party from using the mark in the manner in which he has 
used it or in the manner in which he might use it in a normal extension 
of his business. 


* * #* # 


“In the present case there is no averment that the petitioner for can- 
cellation ever used the word ‘Rotogravure’ as a trade-mark at all, or ever 
used it in a descriptive sense except in connection with the sale of paper 
to which it applied its own trade-mark ‘Rotoplate.’ Nor does it appear 
that such use of this word in connection with paper was commenced by 
petitioner until after the registration by respondent’s predecessor of the 
mark ‘Rotogravur.’” 

With reference to certain suits which had been brought by 
the registrant against a customer of the petitioner, the bringing 
of which it was argued showed damage to petitioner, the Com- 
missioner pointed out that those suits were predicated upon three 
registrations, two of which, namely registration of the word “Roto- 
gravure,” as applied to photogravures, and registration of the same 
word, as applied to inks, had been canceled at a prior stage in the 


present proceeding.” 


Composite Mark—Registration of Disclaimed Feature 


Rosertson, C.: Held that Charles Y. Malcomb, who had 
proved that he had used the notation “Cy’s Liquid Solder,” as a 
trade-mark for radiator compound, prior to the use of the words 
“Liquid Solder,” as a trade-mark for the same goods by Warner- 
Patterson Company, was not estopped to register the mark because 
its predecessor in business, in seeking registration for a mark con- 
sisting of a representation of the front end of an automobile 
radiator, having on the face thereof a triangle crossed by a rectangu- 
lar bar with the words ““Cy’s Liquid Solder” thereon, had acquiesced 
in the holding of the examiner that those words were descriptive 
and had filed a disclaimer thereof which disclaimer appears in the 
registration granted to such predecessor. 

In his decision, after referring to the case of Standard Water 
System Co. v. Tripure Water Systems Co., 124 Ms. Dec. 42 [7 
T. M. Rep. 605], in which it was held that the registration of a 


* Kimberly-Clark Company v. American Rotogravure Company, 151 
M. D. 701, June 19, 1928, 
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composite mark consisting of a design of triangles and circles with 
the word “Tripure,”’ which word was disclaimed, did not estop the 
registration of the word “Tripure” alone, the Commissioner said: 


“The ruling in that case has been consistently followed for over ten 
years and, after having given careful consideration to appellant’s brief 
and the decisions cited therein, I find no reason for reaching a different 
conclusion.” 

With reference to the opinion of the Court of Appeals of the 
District of Columbia, rendered December 5, 1927, in the case of 
Lincoln Motor Co. v. Lincoln Mfg. Co., reported in 18 T. M. Rep. 
804, relied upon by Warner-Patterson Company, the Commissioner 
said: 

“It is to be noted that the court granted a rehearing in that case and 
handed down an opinion on May 7, 1928, reversing the action of the office, 
whereas in its former opinion it had held that the action of the office 
should be affirmed and that consequently the opinion of December 5, 1927, 
is not the decision in the case, since it was vacated by the granting of 
the petition for rehearing. It is to be further noted that in the second 
decision nothing is said about the disclaimers and the court must have 
taken into consideration the disclaimed word ‘Lincoln, since in its prior 
decision it was stated that the marks were in no way similar except by 


reason of the use of this name, and in the latter decision it was stated that 
the marks were deceptively similar.” * 


Conflicting Marks 


Moorr, A. C.: Held that the applicant is not entitled to regis- 
ter, as a trade-mark for canned shrimp and oysters, a mark con- 
sisting of the word “Moonlight” appearing over a water scene in 
which is shown the representation of a lighthouse and several boats 
on the water, in view of the prior registration by another of a trade- 
mark for canned sardines, consisting of the words “Moon Light” 
arranged over a water scene, in which there is shown a single boat 
on the water, with a circle, presumably intended to represent the 
full moon, appearing behind it. 

The grounds of the decision are that the goods are of the same 
descriptive properties and the marks so similar that confusion in 
trade would be likely. 


*Charles Y. Malcomb v. Warner-Patterson Co., 151 M. D. 737, August 
8, 1928. 
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With respect to the goods, the Assistant Commissioner said: 


“If canned salmon and canned fruits are goods of the same descrip- 
tive properties, as held by the Court of Appeals, certainly canned sardines 
are of the same descriptive properties as canned oysters and canned 


shrimp.” 
With respect to the marks, after noting that the two scenes 
are specifically different, he said: 

“* * * But the difference is believed not to be such as to identify the 
originator or owner of the goods of either party, or to distinguish the 
goods of the one from those of the other. If the difference were observed 
and carried in the mind of the average member of the public, it is believed 


that the one would be regarded as a mere variant of the other. * * * The 


Examiner was right in holding that the goods in each case would be known 
as the ‘Moonlight Brand.’ ” * 


Moore, A. C.: Held that the Parisian Mfg. Co. is entitled 
to register the word “Fleuray,” as a trade-mark for women’s and 
misses’ dresses, and that Einhorn Brothers is not entitled to register 
the word “Fleurette,” as a trade-mark for children’s dresses. 

The grounds of the decision are that the goods are of the same 
descriptive properties and the marks deceptively similar and that 
Einhorn Brothers have not established a date of use as early as 
that established by the Parisian Mfg. Co. 

With reference to the question of the admissibility of the testi- 
mony of a certain witness, the Assistant Commissioner said: 


“As the attorney for the appellant did not object to the witness 
testifying; as he took part in her examination; and as he gave no notice 
to strike out or to suppress her testimony, it is believed that the Examiner 
of Interferences erred in not considering her testimony. As pointed out 
by the attorney for the appellee, if a motion to suppress the deposition 
of the witness Goldstein had been duly served, steps might have been taken 
to secure time to give notice of the taking of her deposition.” 


With reference to a petition that the Commissioner in the exer- 
cise of his supervisory authority consider the question of an inter- 
ference in fact, he said: 

“The record shows that no motion was made to dissolve the inter- 
ference on this ground; that the appellant failed to cooperate with the 
appellee on a basis satisfactory to the appellee for a settlement of the ques- 


tion involved without resorting to an interference proceeding, in response 
to the appellee’s invitation of October 6, 1926, but insisted upon going to 


*Ex parte Antioch Packing Co., 151 M. D. 779, September 26, 1928, 
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trial on the merits of the question of priority; and as the petition for the 
exercise of the supervisory authority of the Commissioner was not filed 
until after decision on priority, it seems clear that the petition came too 
late. And the same is true with respect to the supplemental petition which 
was filed for the purpose of showing that the feature common to the two 
marks is common property. 


. * * * ~ 
“The appellant may not be permitted to try out the question of priority 
of adoption and use of the mark in question and after decision on this 
question to then raise the question of no interference in fact which should 
have been raised, if at all, during the initial stages of the proceeding.” 
With reference to the dates of use of the parties, he pointed 
out that the Parisian Mfg. Co. had established by a number of wit- 
nesses a date of use as early as 1923 and that the other party had 


not attempted by testimony to carry its date back of September, 
1925.° 


Kinnan, F. A. C.: Held that the applicant is not entitled to 


register the notation “Frost-Kist” as a trade-mark for ice cream 
and ice cream confections in view of the prior use by the opposer 
of the term “Kist’” and combinations thereof including “Orange 
Kist” upon citrus fruit flavors and products, ice cream and ice 
cream confections. 

In his decision after noting the fact that the opposer had taken 
testimony and proven the use of its mark showing a doll in the act 
of throwing a kiss with the words “Kist Flavored” appearing in 
front of the face of the doll, the First Assistant Commissioner said: 


“From a review of the evidence including the labels and various trade- 
marks and trade-names used by opposer upon its goods, it is believed 
fully established, not only that opposer was first in the field, has expended 
considerable sums in establishing the popularity of its business and increas- 
ing its sale under its trade-marks and trade-names and is in possession of 
a valuable good will, but that the goods of both parties overlap as to 
their descriptive properties, and that confusion in trade if the goods of 
both parties appeared in the same market under their respective notations 
or trade-marks would be known by the name ‘Kist’ and would likely, in 
some instances at least, be called for alone by such name. Following the 
usual rule, if there is doubt, it should be resolved against the newcomer.” ° 


* Parisian Mfg. Co., Inc. v. Einhorn Bros., 151 M. D. 760, August 
31, 1928. 

*Citrus Products Co. v. Frost Kist Ice Cream Co., 151 M. D. 743, 
August 13, 1928. 
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Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for disinfectants the notation ‘“Hexol,” 
the lower ends of the X being extended in opposite directions be- 
neath the other letters of the notation, in view of the prior registra- 
tions by the opposer of the notations “Hex” and “Hexcide” upon 
various classes of goods including disinfectants. 

The ground of the decision is that the applicant has appro- 
priated the entire registered mark of the opposer, namely, the term 
“Hex,” and under the decisions is not entitled to the registration. 

In his decision the First Assistant Commissioner said: 


“While it is true that the syllable or notation ‘hex’ has been widely 
used in connection with trade-mark names long prior to opposer’s dates 
of adoption and use of its marks and, in consequence, opposer is not in 
position to urge a broad protection but only such protection as may be 
granted with regard to the features of novelty which opposer has intro- 
duced in its marks, yet the fact must not be overlooked that opposer has 
registered the notation ‘hex’ alone. If this registration be given any 
weight or consideration at all, then the applicant has incorporated this 
entire trade-mark of the opposer in his mark and has merely added thereto 
the suffix ‘ol. This aspect of the case here under review would seem to 
bring the matter under the ruling in the cases of (citing cases). 


* * #* # 


“These adjudicated cases are to the effect that it is not permissible 
for anyone to incorporate another’s mark in its entirety and add to it 
merely additional features. 

eo “= * aa * 


“It is noted the applicant’s identical mark has been previously regis- 
tered, No. 216,846, August 24, 1926, for use upon synthetic resins, in this 
same Class 6, and that the mark ‘Hexasol’ has been registered December 
20, 1904, No. 48,884, for medicinal compounds in this same class. If the 
prior registrations referred to by applicant in his answer are deemed to 
be upon goods so nearly like those upon which opposer uses its mark as 
to warrant a holding that ‘hex’ is publici juris, then by the same token, the 
reg would be barred registration because his identical mark has 
already been registered to another upon goods in this same class. This 
statement is not intended as a holding that the prior registration of 
applicant’s mark by another was upon goods possessing the same descrip- 
tive properties.” ’ 


Descriptive Marks 


Moors, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for fumigants, the notation “Calcyanide.” 


* Tar Products Corporation v. H. G. MacEachen, 151 M. D. 739, August 
13, 1928. 
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The ground of the decision is that the mark is descriptive as 
applied to the goods and that the opposer, which had previously 
used upon its goods the term “Calcium Cyanid,” would be injured 
by the registration of the mark in question. 

In his decision, after noting the ground of the opposition, 
namely, that the mark was deceptively similar to the term “Cal- 
cium Cyanide” and quoting from the Trade-Mark Act as to the 
grounds for refusing registration and upon which an opposition 
may be brought, the Assistant Commissioner said: 


“Where an applicant in filing an application for registration of a trade- 
mark is pursuing a statutory right in a legal manner, there can be no 
damage to others, in the eye of the law. It is in those cases in which 
registration is positively prohibited by the said Act that others may 
suffer legal damage.” 


And then, after noting the ground of opposition, he said: 


“While the opposer mentioned but one way in which it would be dam- 
aged by the registration of the applicant’s mark, yet no reason is apparent 
why it may not be permitted to show other ways in which such registra- 
tion would damage it in its business. 

“From the above it is apparent that the opposer was within its legal 
rights in opposing the registration of the applicant’s mark; and the ques- 
tion raised for decision is the right of the applicant to register its mark 
and not whether the opposer’s mark is a technical trade-mark, or whether 
the opposer is the owner thereof.” 


After further noting that it was difficult to see why the mark 
used by the opposer could be descriptive and that claimed by the 
applicant not descriptive and further noting that the term “calc” 
had been used for calcium in compound words and calcium cyanide 
is the name of a well known chemical compound, he said: 


“With this understanding of the facts involved it must be held that 
the applicant’s mark is a mere variant of the opposer’s mark, and is 
descriptive of the chemical compound calcium cyanide; also that the opposer 
would be damaged by the registration of said mark for the reasons (1) 
that the applicant’s mark so nearly resembles the opposer’s mark as to be 
likely to cause confusion or mistake in the public mind when concurrently 
used on goods of the same descriptive properties; and (2) because said 
mark is descriptive of the opposer’s goods, or of the character or quality 
of such goods.” * 


* American Cyanamid Co. v. California Cyanide Co., 151 M. D. 1767, 
September 8, 1928. 
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Moors, A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for fumigants, the term “Citrofume.” 

The ground of the decision is that the mark is descriptive of 
the goods and that the opposer, who had previously used the term 
“Citrus Dust” on similar goods, would be likely to be injured by 
the registration of the mark in question. 

In his decision the Assistant Commissioner said: 


“There are certain facts stipulated into the record from which it 
appears that the words ‘Citrus Dust’ were adopted and used by the opposer 
prior to the adoption and use by the applicant of the word ‘Citrofume’; 
that the material designated ‘Citrus Dust’ by the opposer, has the same 
descriptive properties as the material designated ‘Citrofume’ by the appli- 
cant; that this material is used in powdered form by the respective parties 
* *, It also appears that in the art of fumigating citrus trees with a 
fumigant in powdered or dust form, the terms ‘dusting,’ ‘fumigating,’ and 
like terms are interchangeably employed with the same meaning and effect. 
In fact dusting is one method of fumigating. As pointed out by the 
opposer, the term ‘fume’ is not confined, in the applied arts, to a vapor or 
a gas. 
oe the above state of facts it seems evident that if the notation 
‘Citrus Dust’ is descriptive of the goods, as contended by the applicant, 
and as held by the Examiner of Interferences, then the term ‘Citrofume,’ 
also, would be descriptive of the goods. 


* * # @ # 


“The applicant’s mark being also descriptive of the opposer’s goods 
or of the character or quality of such goods, the opposer would be dam- 
aged by its registration. Every manufacturer or owner of a fumigant 
for citrus trees has the right to designate it by the term citrus fumigant 
or by any variant of this term. 

“With this view of the questions at issue, it seems unnecessary to 
pass upon the question as to whether the mark ‘Citrofume’ so nearly 
resembles the opposer’s mark ‘Citrus Dust’ as to be likely to cause con- 
fusion or mistake in the mind of the public.” ° 


Rosertson, C.: Held that applicant is not entitled to register 
the term “Milk of Cod-Liver Oil,” as a trade-mark for cod-liver 
oil on the ground that the mark is merely descriptive of the goods. 

In his decision, after noting that the Medical Dictionary lists 
a number of medical preparations, the names of which include the 
word “milk,” such as “milk of lime” and “milk of sulphur,” and 
noting the definition of milk in the Standard Dictionary, as applied 
to pharmaceutical preparations, the Commissioner said: 


* American Cyanamid Company v. California Cyanide Company, 151 
M. D. 770, September 8, 1928. 


— 


1 
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“In view of the titles listed in the Medical Dictionary the definition 
given in the Standard Dictionary, it is thought that the term here sought 


to be registered is descriptive of the particular preparation to which it is 
applied.” ” 


Moorg, A. C.: Held that applicant is not entitled to register, 
as a trademark for an insecticide, the term “Larvatox.” 

The ground of this decision is that opposer had shown a prior 
use of the term “Larvex,’ as a trade-mark for the same goods, and 
that, while these marks are not deceptively similar, the term “Larva- 
tox” is descriptive of an insecticide and the opposer would be dam- 
aged if that mark were registered to another. 

In his decision, after referring to Section 5 of the Trade-Mark 
Act and certain decisions interpreting that section with respect to 
the right of registration, the Assistant Commissioner said: 


“When an applicant for the registration of a trade-mark is pursuing 
a statutory right in a legal manner, there can be no damage to others, in 
the eye of the law. It is in those cases in which there has been registered, 
or an applicant is seeking to register, a trade-mark in violation of the 
statute—those cases in which the mark is of such a nature as to fall within 
the prohibitory clauses of Section 5 of the said act—that others, manufac- 
turing or trading in goods of the same descriptive properties, may be dam- 
aged. In such cases it is the plain duty of the Commissioner of Patents 
to deny registration of the mark, or if registered, to cancel the mark upon 
petition supported by a proper showing.” 


After noting that the words “Larva” and “Larvicide” and 
other similar words are found in the dictionary and that trade- 
marks have been registered for insecticides which include the term 
“larva” or the term “‘tox,’”’ the Assistant Commissioner, with refer- 
ence to the question of deceptive similarity in the marks, said: 


“It is believed that the mark ‘Larvex’ and the mark ‘Larvatox’ do 
not bear such resemblance to each other. Considered in their entirety 
they do not resemble each other either in appearance, sound or meaning. 
One has two syllables and the other three. Nor does the sound or the 
meaning of the word ‘tox,’ which forms an essential element of ‘Larvatox,’ 
occur in the mark ‘Larvex.’ There is nothing in the latter mark to sug- 
gest that the material to which it is applied is a poison for larva.” 


With reference to the question whether the opposition should 
have been sustained, he said: 


“The applicant’s mark, however, must be denied registration for the 
reason that it is descriptive of the goods with which it is used, and its 


* Ex parte Scott & Bowne, 151 M. D. 774, September 19, 1928. 
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registration would be in direct violation of that prohibitory clause of 
Section 5 of said Act which provides (quoting). 
* > * * * 


“The mark ‘Larvatox’ has the same meaning as the term larva poison. 
Others who manufacture or deal in insecticides ‘with equal truth, may use, 
and must be free to use, the same language of description in placing their 
goods before the public.’ Evidently, the opposer would be damaged if 
the applicant were given the right to the exclusive use of the descriptive 
term ‘Larvatox,’ or like terms, in designating its goods.” * 


Moors, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Marks finally refusing to register “Iron Gray” 
as a trade-mark for hair tonic or dressing. 

The refusal to register said mark is based upon Section 5 of 
the Trade-Mark Act of February 20, 1905, which provides: 


“That no mark which consists * * * merely in words or devices which 
are descriptive of the goods with which they are used, or of the character 
or quality of such goods * * * shall be registered under the terms of this 
Act.” 


The Examiner is of the opinion that the mark “Iron Gray” 
is descriptive, having reference to a definite color, which color fre- 
quently is that of the human hair. In support of this proposition 
the Examiner quotes the definition of “iron gray” as found in Funk 
and Wagnalls’ New Standard Dictionary, as follows: 

la. Grayish, like iron newly broken; as iron gray hair; 

2n. The color of freshly cut iron; hence, a horse of that color. 

The Examiner’s position is that the mark indicates that the 
hair tonic or dressing is especially suitable for use upon iron gray 
hair, as distinguished from auburn hair, etc., or that it will pro- 
duce the iron gray color so much favored by many, and that in 
either case the mark is merely descriptive. 

The position of the Examiner that the mark is descriptive is 
believed to be without error. It is either descriptive or deceptive 
and in either case should not be registered. 

The decision of the Examiner of Trade-Marks is affirmed.’* 

Kinnan, F. A. C.: Held that the applicant is not entitled to 
the registration of the word “Autographic” as a trade-mark for 
manifolding registers, sales registers, etc., and supplies therefor. 

“ The Larvex Corporation v. Peter G. Walter, 151 M. D. 763, Septem- 


ber 7, 1928. 
* Ex parte Daniel J. Lyons, 151 M. D. 584, December 29, 1927. 
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The ground of the decision is that the mark is merely descrip- 
tive and has been so commonly used in the trade that it is not sus- 
ceptible of registration and that applicant did not have exclusive 
use thereof for ten years preceding the passage of the Trade-Mark 
Act. 

In his decision, after noting that the word had been used as 
the substantial or principal part of the name of various corporations 
and was the name given to the registering apparatus of the Shoup 
pattern, Shoup being claimed to be the party who first organized 
the present company, the First Assistant Commissioner said: 


“The word is believed to be merely descriptive of the character or 
quality of the goods with which it is used and is a well recognized term 
commonly referred to in connection with goods of the character to which 
appellant applies it. 

“The use of the term in the Shoup patent as designating the goods to 
which the applicant now applies the mark clearly acts as a bar to registra- 
tion. As noted by the Examiner, the delay of over forty years before 
seeking registration, during which time this term has become common 
property as a descriptive term applicable to goods of the character here 
involved, precludes registration under the ten-year clause because applicant 
cannot show exclusive use during such period.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for preparations for waving or curling 
hair, a pictorial representation of sheet material containing, carry- 
ing or impregnated with hair-treating substances adapted or in- 
tended for use in waving or curling hair, the sheet material being 
wound in a cylindrical roll. 

The ground of the decision is that the mark is descriptive of 
the goods and therefore its registration is forbidden by the express 
provision of the Trade-Mark Act. 

After noting applicant’s contention that the article of mer- 
chandise is a strip of absorbent material impregnated as disclosed 
in patent No. 1,592,150, the First Assistant Commissioner said: 


“The applicant urges that the material being of this sheet form, the 
pictorial representation of a roll is not a pictorial representation of the 
goods nor is the roll descriptive of the goods. The applicant states, how- 
ever, in its brief, that the ‘prepared strip is put up in cylindrical roll form 


* Ex parte Autographic Register Company, 151 M. D. 748, August 
14, 1928. 
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for the trade.’ It is evident that the alleged trade-mark is but a pictorial 
representation of the goods as actually sold in trade.” * 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation “Molo,” as a trade-mark for mouth wash, throat gargle, 
etc., notwithstanding the prior adoption and use by opposer of the 
trade-mark “Poro” on a preparation for the treatment of hair and 
hairdressing and various toilet articles, on the ground that the marks 
are not identical and the goods are not of the same descriptive 
properties. 

In his decision, with respect to the marks, the First Assistant 
Commissioner said: 


“The marks themselves show differences since they have in common 
only the letter ‘O’ repeated in each syllable. It is doubtful if the average 
purchaser would attach any significance or suggestion to either of the 
marks. Possibly the notation ‘Poro’ may be suggestive of preparations 
for use upon the skin. There may be said to be no very marked similarity 
of the marks in appearance or sound and there is certainly none in sig- 
nificance or meaning.” 


With respect to the goods he said: 


“The mouth wash, breath purifier and throat gargle upon which the 
applicant uses his mark are believed to belong to a class possessing different 
descriptive properties from hair dressings and beauty preparations upon 
which the opposer uses her mark. If there is any overlapping, it resides 
in the ‘general antiseptic’ to which the applicant applies his mark and the 
‘soap and antiseptic deodorant’ to which opposer applies her mark. The 
antiseptic sold by the applicant is a general antiseptic for the treatment 
of certain conditions such as sore throats, tonsillitis, bleeding gums, sore 
mouth, cuts, wounds, burns, scalds, etc. There is a generally recognized 
distinction between goods which, like those of the applicant, are used as 
medicaments in the cure of disease or pathological conditions and the goods 
of the opposer which are in the nature of external toilet and beautifying 
materials not directed to the care of diseased conditions. 

* * * * * 


“The trade-marks not being the same and the goods possessing differ- 
ent descriptive properties, to some degree at least, may be regarded as 
cumulative evidence that there would be no confusion in trade if both 
marks appeared upon the respective goods in the same market. It is 
believed there is no merit in the opposer’s contention that she has the right 
to expand her business to include the goods upon which the applicant uses 
his mark.” * 


* Ex parte Nestle Lanoil Co., Ltd., 151 M. D. 731, August 6, 1928. 
* Annie M. Malone v. Morris M. Horowitz, 151 M. D. 746, August 13, 
1928. 
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Goods of Same Descriptive Properties 


Rozertson, C.: Held that applicant is not entitled to regis- 
ter the term “Wings,” as a trade-mark for a monthly fiction maga- 
zine, in view of the prior registration of the same word to another 
for a periodical. 

With reference to the question of the goods of the two parties 
being of the same descriptive properties, the Commissioner, after 
noting that the registrant, the Literary Guild of America, Inc., 
advertises to select certain books for its members and that its pub- 
lication, specimens of which were filed in the application for regis- 
tration, describes recently issued books, and referring to the deci- 
sion of the Court of Appeals in The D. §& C. Co., Inc., v. Everett 
Fruit Products Co., 365 O. G. 658; 57 App. D. C. 268, in which 
the Court stated when goods could be regarded of the same descrip- 
tive properties, said: 

“It is thought obvious that in the natural and ordinary sense the goods 


of the respective parties are of the same descriptive properties, since the 
general and essential characteristics thereof are the same.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for glass-enclosing globes for electric 
lamps, the representation of a crown upon which appear the words 
“Royal Lighting Unit,’ the words “Lighting Unit’ being dis- 
claimed, in view of the prior registrations of the representation 
of a crown or coronet and the word “Royal,” respectively, as trade- 
marks for glass chimneys, lantern globes and reflectors. 

The grounds of the decision are that the goods of the parties 
are of the same descriptive properties and the marks are decep- 
tively similar. 

After referring to the argument of the applicant that the 
goods are not of the same descriptive properties and noting that 
many decisions had been cited as to what constitutes goods of the 
same descriptive properties, the First Assistant Commissioner said: 


“It is recognized that the word ‘Royal’ has been very widely used upon 
various classes of goods and that each user of such word must be satisfied 


%* Ex parte Fiction House, Inc., 151 M. D. 763, September 7, 1928. 
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with a protection limited to the particular class of goods upon which he 
uses the mark, yet it is believed globes for lights, whether oil or electric, 
belong to the same class and the use of the same trade-mark upon such 
goods would lead to confusion of origin, if such goods appeared in the 
same markets.” ” 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register, as a trade-mark for various spices and coffee and tea, 
the notation “3/F,” notwithstanding the prior use by the opposer 
of a mark consisting of the letters “F.F.” upon the same goods, 
on the ground that the marks are not deceptively similar. 

In his decision, after noting the opposer’s statement as to 
the derivation of the marks and that the applicant had originally 
used the notation “F.F.F.”’ and had discontinued this upon com- 
plaint of the opposer, the First Assistant Commissioner said: 


“It is shown that both parties have used their respective marks, here 
involved, upon coffee in the same market for a considerable period of time 
and no evidence of actual confusion has been presented. The origin or 
source from which the respective marks were derived is of no consequence 
to purchasers. It is probable purchasers of opposer’s goods would call 
for them by the name ‘F.F.’ or ‘double-F,’ while it is doubtful if pur- 
chasers of applicant’s goods would call for them by any other name than 
“three-F.” The applicant has a right to use the initial letter of its name 
so long as it does not use it in a way to confuse purchasers of the opposer’s 
goods. It is believed there is no likelihood of confusion if the marks appear 
in the same market upon the same goods because they are quite dissimilar 
in appearance, sound and meaning, if any meaning they have. The mere 
presence of the common letter ‘F,’ to which neither party has exclusive 
right, does not justify sustaining the opposition.” * 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register the notation “Sanachina,” as a trade-mark for bathtub 
fixtures of a certain specified character, notwithstanding prior use 
and registration by opposer of the term “Samsonchina” upon the 
same goods. 

In his decision, after noting that in applicant’s brief atten- 
tion is called to a number of registrations which disclose the use 
of a notation “San” or “Sani” as a prefix for various trade-mark 
registrations, First Assistant Commissioner Kinnan said: 

* Ex parte Listenwalter & Gough, Inc., 151 M. D. 725, August 2, 1998. 


18 Jas. H. Forbes Tea & Coffee Co. v. The Fishback Co., 151 M. D. 
745, August 13, 1928. 
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“These prior notices of registration are not pleaded in the answer. 
While this office may take judicial notice of the fact of registration of these 
marks yet the office has no information as to whether any of them are still 
in use or whether all of them have been abandoned. 

“As was stated by the Examiner, the common portion of the two 
marks, ‘China,’ is merely descriptive of the goods and neither party has 
any exclusive rights in connection with such word. The two prefixes, since 
both marks are written as a single notation, have different meanings or 
significance, and have different letters which are different in number. While 
there is a slight similarity when the two notations are looked at in their 
entirety, yet it is believed this similarity is due more to the presence of 
the common descriptive word than to the similarity of the prefixes. As 
suggested by the applicant company, ‘Sana’ suggests sanitary while ‘Sam- 
son’ suggests strength. It is believed there is no probability of confusion 
by purchasers who exercise any care at all if the two marks appear upon 
the same goods in the same market.” * 


Non-descriptive Terms 


Moore, A. C.: The decision of the Examiner of Interferences 
dismissing the petition, brought by R. J. Dorn Co., Inc., for 
cancellation of certain trade-marks registered to Franklyn R. Mul- 
ler, Inc., was affirmed. 

The registrations sought to be cancelled were respectively of 
the word “Asbestone” alone and of a composite mark including 
the words “Muller” and “Asbestone.” The goods specified in 
these registrations are stucco, composition flooring, exterior plaster 
of all kinds, composition shingles, etc. 

The grounds of the appeal are that error was made in not 
finding that the word “Asbestone” is a descriptive word meaning 
a stone-like substance containing asbestos, in not finding that the 
word “Asbestone” is so similar to the well-known word “Asbestine” 
as to preclude its registration and in not finding that a judgment 
rendered in a proceeding against Muller by the Asbestone Com- 
pany precluded any registration by Muller or his successor. 

With respect to the argument that “Asbestone” is descriptive 
the Assistant Commissioner, after quoting from Section 5 of the 
Trade-Mark Act, said: 


“It is observed that the above clause does not prohibit the registra- 
tion of all descriptive words, but only those words which are descriptive 
of the goods with which they are used. 


* Stephen D. Baker v. The Trumbull Electric Mfg. Co., 151 M. D. 741, 
August 13, 1928. 
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“The word ‘Asbestone’ is not descriptive of the registrant’s goods. It 
is certainly not descriptive of magnesia flooring, interior plaster of all 
kinds, exterior plaster of all kinds, composition shingles, composition roof- 
ing, etc. In fact, said word is arbitrary and fanciful. It bears nearer 
resemblance to asbestos or asbestine than to any other authorized word, 
but the registrant’s goods do not consist of asbestos or asbestine.” 


With respect to the prior proceedings, he said: 


“I find no authority of law for holding that such attempts and the 
delays incident thereto constitute a legal basis for the cancellation of the 
registrations. If the Patent Office erred in denying the registrant’s original 
petitions for registrations, or if the registrant acquired the right to regis- 
ter its marks subsequently to the original attempts, no reason is apparent 
why the office should not have corrected at a later date any error which 
it may have committed, or why it should continue to refuse to register 
the marks after becoming satisfied that the marks were registrable under 
the law. No evidence has been furnished showing any right in others to 
the mark ‘Asbestone’ as a trade-mark for the goods specified, superior to 
the right possessed by the registrant, when the marks were registered.” 


With reference to the contention that the mark is not regis- 
trable because it is the name of the corporation, Asbestone Com- 
pany, which brought the prior proceeding, he said: 


“Assuming the Asbestone Company to be in existence and to possess 
rights by reason of its name negativing the right of the registrant to its 
registrations, still it is not clear in what respect the appellant may suffer 
damage by reason of said registrations. The appellant certainly possesses 
no greater right to use the name of the Asbestone Company in trade than 
is possessed by the registrant.” 


Moore, A. C.: Held that the Penn Leather Company is 
entitled to register the term “Hydro” as a trade-mark for presses 
for cementing soles to shoes and that the Hydrosole Press Cor- 
poration, which subsequently adopted the term “Hydrosole” as 
a trade-mark for the same goods, is not entitled to register that 
mark. 

The grounds of the decision are that the term “Hydro” used 
by the Penn Leather Company is neither descriptive of the goods 
in the ordinary sense nor the name of a patented article and that, 
being the later adopter, the Hydrosole Press Corporation is not 
entitled to registration. 

With reference to the contention that the Hydrosole Press 
Corporation did not have the right to argue the question of the 


*R. J. Dorn Co., Inc. v. Franklyn R. Muller, Inc., 151 M. D. 776, 
September 25, 1928. 
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other party’s mark being the name of a patented article, the Assist- 
ant Commissioner said: 


“It is believed, however, that this question is so closely related to the 
question of descriptiveness of the Penn Leather Company’s mark as to 
justify consideration of the two questions on this appeal.” 


With reference to the question of descriptiveness, he said: 


“It is believed that the word ‘hydro’ is not descriptive of the goods 
of the respective parties. The word is derived from the Greek ‘hudor,’ 
water, and is non-descriptive of a sole press. The contention that when 
the word is appropriated to presses of the type disclosed in the Bromley 
patent it is descriptive of said presses, conveying the idea that they are 
hydraulic presses, has no basis in fact. The Bromley press is not a 
hydraulic press. A hydraulic press is one in which water is the active 
agent in producing pressure upon an object. The Bromley press is clearly 
a screw press and not a hydraulic press. 


* * oe | € 


“The most that can be said in support of the appellant’s contention 
is that the word suggests that water is used in some way in the operation 
performed by the Bromley type of press. Such a general suggestion is 
clearly not a description of the press.” 


With reference to the question of the mark being the name of 
a patented article, he said: 


“The appellant’s contention that the Penn Leather Company’s mark 
is the name of a patented press, also, is regarded as untenable. The Brom- 
ley patented press is entitled an apparatus for use in attaching soles to 
the lasted uppers of boots and shoes. But assuming that the Bromley 
patented press is at this time known in the trade as the hydro press, stiil 


| such fact would not be fatal to the Penn Leather Company’s right to 


register the word ‘Hydro’ as a trade-mark, the word concededly having been 
used as a trade-mark for the said press prior to the grant of the Bromley 
patent.” (Citing decisions.) * 


Kinnan, F. A. C.: Held that applicant is entitled to register 


| as a trade-mark for fabrics in the piece of silk and artificial silk 


the word “Porcelain.” Registration had been refused by the 
Examiner on the ground that the word was descriptive in that it 
merely indicates the color of the goods. 

In his decision, after noting that the Examiner relied upon 
the “Index to Color Names and Color Numbers of the Standard 


} and Season Color Cards of America,” issued by the Textile Color 


™ Penn Leather Company v. Hydrosole Press Corp., 151 M. D. 1758, 
August 22, 1928. 
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Card Association of the United States, Inc., as establishing that 
the mark was descriptive, the First Assistant Commissioner said: 


“If it is the fact that the word here sought to be registered has been 
and still is actually used in the trade to indicate a certain color of a 
fabric, obviously the word is descriptive. I am not satisfied, however, that 
the mere presence of this word in the index above noted establishes that 
the word is known and used in the trade in this descriptive manner. There 
is no evidence of actual use beyond the statement of the manager and 
this is not proper evidence. It is thought there should be some satisfactory 
evidence, in addition to the index itself, to corroborate the statement of 
the manager that all the terms listed in the index are in constant use. 
It would seem the office, in order to justify denial of registration of a 
mark which is otherwise wholly fanciful and registrable, should clearly 
establish that the mark is known in the trade as indicating a character 
or quality of the goods. The index alone is not believed to fully estab- 
lish such fact.” # 


Not a Trade-Mark 


Moore, A. C.: Held that applicant is not entitled to regis- 
ter the number “21” as a trade-mark for paint brushes. 

The ground of the decision is that the mark is not indicative 
of origin or ownership in view of the common practice among manu- 
facturers of paint brushes to place thereon a great variety of 
numerals to indicate size, grade, or quality. 


In his decision, after referring to certain statements in text- 
books and decisions as to the use of numerals as trade-marks, the 
Assistant Commissioner said: 


“Numbers, as a general rule, when associated with objects, create in 
the public mind the impression that they are in some sense descriptive 
of the objects or a means of identification. * * * * * 

“When numbers have been used by different manufacturers to identify 
their goods as to size, grade, etc., and they have become known to the pub- 
lic as marks of identification, they are obviously not subject to the exclusive 
use of any one. * * * * * 

“It being common practice with manufacturers of paint brushes to 
provide them with numbers for the purpose of identification, as pointed 
out by the Examiner, I am of the opinion that the number 21, appropriated 
by the appellant to its paint brushes, would produce no other effect upon 
the public mind than that it is a mark of identification, descriptive of its 
goods as to size, grade, or quality and as such not registrable in view of 
the provisions of Section 5 of the Trade-Mark Act of February 20, 1905.” * 


* Ex parte Frank & Cohen Silk Corporation, 151 M. D. 742, August 
14, 1928. 


* Ex parte The Patterson-Sargent Co., 151 M. D. 753, August 14, 1928. 
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Opposition—Dismissal 


Moorg, A. C.: Held that the opposition of the Boss Mfg. 
Co. to the registration by the U. S. Glove Co. of the term “Rubber- 
Neck” as a trade-mark for working gloves, should not have been 
dismissed on motion. 


In his decision, after referring to the provisions of the statute, 
the Assistant Commissioner said: 


“In support of its opposition the opposer alleges certain facts which, 
if true, would show legal damage to the opposer and seeks an opportunity 
to support the allegations of fact by testimony or other evidence. 

“Among the allegations of fact that the designation ‘Rubber-Neck’ 
sought to be registered by applicant is a descriptive term as applied to 
gloves manufactured and sold by both the applicant and the opposer; 
that the opposer has for many years and long prior to November 3, 1926, 
extensively manufactured and sold gloves having a flexible or elastic neck 
or wrist portion, and in some instances has manufactured the neck or wrist 
portion of the glove of rubber elastic; and that a proper description of 
this type of opposer’s glove is a ‘Rubber-Neck’ glove, and, therefore, 
injury would result to the opposer by the registration to the applicant of 
the name ‘Rubber-Neck.’ 


+ * aa * * 


“That every manufacturer or owner of an article of trade has the 
right to designate or identify such article by the use of words or devices 
which are descriptive of the article or of the character or quality thereof, 
and that such right may not be abridged by registration of such words 
or devices is supported by many authorities. 

* +. * * * 


“In view of the above it is believed that the acting examiner of inter- 
ferences erred in dismissing the opposition without giving to the opposer 
an opportunity to take testimony in support of its allegations of fact, no 


clear case appearing of record that such testimony would be of no material 
value.” * 


O pposition—E stoppel 


Kinnan, F. A. C.: Held that the Butler Company was en- 
titled to register the mark “Oil-Omatic,” as a trade-mark for wind 
mills, notwithstanding the fact that the term “Oil-O-Matic’ is 
part of the corporate name of the Williams Oil-O-Matic Heating 
Corporation, and that this fact constituted no ground for cancelling 
the registration heretofore issued the Butler Company. 

The grounds of the decision are that the opposer is estopped 


*The Boss Manufacturing Co. v. U. S. Glove Co., 151 M. D. 756, 
August 22, 1928, 
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to raise this question because, in an opposition by it to the granting 
of the registration to the Butler Company, the notice of opposition 
made no reference to the corporate name and no appeal was taken 
from the dismissal of the opposition; and further because, irre- 
spective of the question of estoppel, the mark is not the entire 
name of the corporation and the goods are not of the same descrip- 
tive properties. 

With reference to the question of estoppel, after referring to 
the proceeding in the opposition, First Assistant Commissioner 
Kinnan said: 


“Very able briefs have been filed by both parties and many instructive 
decisions have been cited. It is believed the failure of petitioner to include 
as one of the grounds of its opposition its allegation of damage by reason 
of respondent’s mark including the principal part of the petitioner’s corpo- 
rate name constitutes an estoppel here. The issue raised in the opposition 
proceeding was the right of respondent to register its trade-mark and 
the petitioner might have included its corporate name as one of the grounds 
of the opposition. It failed to do this and the general doctrine of estoppel 
which is that all questions which might have been included as well as those 
that were included are settled by the judgment is believed to be applicable 


here.” 

With respect to the question of the similarity of the goods, 
the First Assistant Commissioner, after noting the petitioner's 
contention that the case here is distinguished from the decision of 
the Supreme Court in the Simplex Case (American Steel Foundries 
v. Robertson, et al., 269 U. S. 372, 842 O. G. 711 [16 T. M. Rep. 
51]) in that the mark here is an arbitrary mark, whereas the mark 
involving the Simplex Case was the word “Simplex,’ which it 
appeared had been registered in connection with nearly sixty marks, 
said: 

“Where there is merit in the distinctions noted by petitioner, yet it is 
not believed they are sufficient to justify granting the petition. There 
would seem to be no confusion in trade possible between the goods of the 


respective parties and the trade-mark of the respondent does not con- 
stitute the entire corporate name of the petitioner.” * 


* Williams Oil-O-Matic Heating Corp. v. The Butler Co., 151 M. D. 
735, August 7, 1928. 





